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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed % 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)D This action is FINAL. 2b)S This action is non-final. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claims 6, 13 and 20 are provisionally rejected under 35 U.S.C. 101 as claiming 
the same invention as that of claims 1 , 9 and 16 of copending Application No. 
10/095907. This is a provisional double patenting rejection since the conflicting claims 
have not in fact been patented. 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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4. Claims 1-22 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1 , 7-10, 12, 14- 
19, 21 and 22 of copending Application No. 10/095907. Although the conflicting claims 
are not identical, they are not patentably distinct from each other because the instant 
claims are fully anticipated by the copending claims and were filed later. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 1-5, 7-12, 14-19, and 21-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicant's admission of the prior art in view of Gooley et al (WO 
98/47006). 
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Applicant admits of a known apparatus and method, at pages 2-3 of the 
specification, in which a specimen plate, formed of more than 1 ,000 sample apertures, 
is selectively contacted with a sampling and/or reagent probe. The admitted method 
and apparatus differ from the present claims in that they fail to state the provision of an 
alignment system comprising a camera and computer. 

However, Gooley et al disclose a similar automated analysis apparatus in which 
a sample plate is moved in an x-y plane so as to enable selective communication of a 
probe with each sample well. Gooley et al further teach that alignment of the probe with 
each sample well in the tray is accomplished by imaging the sample tray with a camera, 
processing the image digitally on a computer, translating the x-y planar coordinates of 
the plate to those of the image, and utilizing the processed data to accurately align the 
probe with any give sample well in a given sample plate. 

It would have been obvious to one of ordinary skill in the art to modify the 
admitted method and apparatus so as to include the steps and structure taught by 
Gooley et al, in order to attain the disclosed advantages of enabling accurate alignment 
of the sample wells with the probe. 

Regarding the presently recited use of least squares analysis, it is noted that 
such mathematical regression techniques were notoriously well known and routinely 
utilized in processing digital information. 

Regarding the presently claimed optical marker, it is noted that Gooley et al 
teach using an optical characteristic of one or more sample wells in the alignment 
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process. As such, the so utilized sample well would have constituted what applicant 
claims as an optical marker. 

Regarding instant claims 21 and 22, it is noted that the claimed steps would have 
been met by the admitted method, as modified in view of Gooley et al, when the recited 
inclination angle was 90 degrees. 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Balch et al disclose the use of an optical marker for enabling 
image-based alignment of a sample plate in an automated analyzer. The remaining 
prior art made of record is deemed pertinent as background information related to 
applicant's field of endeavor. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey R. Snay whose telephone number is (571 ) 272- 
1264. The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571 ) 272-1267. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 0 




Jeffrey R. Snay 
Primary Examiner 
Art Unit 1743 
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